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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 


1 )[X] Responsive to communication(s) filed on 23 June 2003 . 
2a)[x] This action is FINAL. 2b)Q This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1,2,4-17 and 27-66 is/are pending in the application. 

4a) Of the above claim(s) 51-59 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) E3 Claim(s) 1, 2, 4-17, 27-50, 60-66 is/are rejected. 

7) D Claim (s) is/are objected to. 

8) D Ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)0 All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 


D 
2) 
3) 


Notice of References Cited (PTO-892) 4) 
Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) 
Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) 


Interview Summary (PTO-413) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
Other: 


U.S. Patent and Trademark Office 
PTOL-326 (Rev. 04-01) 


Office Action Summary 


Part of Paper No. 093003 
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1 . Claims 3 and 18-26 have been cancelled in the amendment received on 
02/25/2003. 

Election/Restrictions 

2. Newly submitted claims 51-59 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the 
process as claimed can be used to make other and materially different product 
such as a non-woven web instead of a bubble plastic film. 

Since applicant has received an action on the merits for the originally 
presented invention, this invention has been constructively elected by original 
presentation for prosecution on the merits. Accordingly, claims 51-59 withdrawn 
from consideration as being directed to a non-elected invention. See 37 CFR 
1.142(b) and MPEP § 821.03. 

Claim Objections 

3. Claims 1 , 2, 4-1 7, 27-50, and 60-66 are objected to because of the following 
informalities: The independent claim preferably begins with the definite article 
"A" whereas the dependent claim begins with "the" in accordance with US Patent 
practice. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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5. Claims 34-50, and 60-66 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. The 
limitations that the film is not being coated with an electrically conductive layer 
have not been found supported in Applicant's disclosure. The mere absence of a 
positive recitation is not basis for an exclusion. Any claim containing a negative 
limitation which does not have basis in the original disclosure should be rejected 
under 35 U.S.C. 112, first paragraph as failing to comply with the written 
description requirement. See Ex parte Grasselli, 231 USPQ 393 (Bd. App. 1983), 
aff 'd mem., 738 F.2d 453 (Fed. Cir. 1984). 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1, 2, and 4-10 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kirjavainen (US 4,654,546) substantially as set forth in the Office Action 
mailed on 09/11/2002. 

Claim Rejections - 35 USC § 103 
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8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 11-14, 17, 27, 28, 30-32 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Kirjavainen (US 4,654,546) substantially as set forth in the Office Action mailed 
on 09/11/2002. 

10. Claims 15, 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kirjavainen (US 4,654,546) in view of the admitted prior art substantially as set 
forth in the Office Action mailed on 09/1 1/2002. 

11. Claims 16 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kirjavainen (US 4,654,546) substantially as set forth in the Office Action 
mailed on 09/1 1/2002. 

Priority 

12. The certified copy of the foreign application filed in Finland on 08/12/1994 is not 
necessary upon the receipt of the substituted declaration filed on 04/29/2003. 

Response to Arguments 

13. The 112 claim rejections have been overcome by the present amendment. 

14. The art rejections over Kirjavainen have been maintained for the following 
reasons. In the first place, Applicants argue that the film disclosed in Kirjavainen 
is not a swelled film as presently claimed. The arguments are not found 
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persuasive because Kirjavainen teaches a film can be made by gas injection 
technique wherein freon gas is pumped into the plastic extruder, where it 
expands to blisters when the pressure decreases outside the extruder (column 6, 
lines 8-11). Likewise, it is clearly apparent that Kirjavainen's film is swelled too. 
Secondly, the declaration has been entered and considered but does not 
overcome the rejection because it is not commensurate in scope with the claims. 
The declaration shows that differences in the process for making the film would 
lead to the structural distinction between a full-cell type film and a swelled cellular 
film. However, nothing specific about the processing steps has been included in 
the claims. Finally, the declaration also states that Kirjavainen's film is destroyed 
with the high intensity electric filed in the range of 100-200 MV/m whereas the 
presently claimed film is not due to an improved mechanical strength. However, 
there is no testing, no evidence to prove that the film disclosed in Kirjavainen has 
been destroyed upon being charged with the high intensity electric filed. 
Applicant' assertions should be supported by «a evidence to be more persuasive. 
The examiner wishes to point out that article claims must be structurally 
distinguishable from the prior art. While features of an article may be recited 
either structurally or functionally, claims directed to an article must be 
distinguished from the prior art in terms of structure rather than function. In re 
Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997) 
(The absence of a disclosure in a prior art reference relating to function did not 
defeat the Board's finding of anticipation of claimed apparatus because the 
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limitations at issue were found to be inherent in the prior art reference); see also 
In re Swinehart, 439 F.2d 210, 212-13, 169 USPQ 226, 228-29 (CCPA 1971); In 
re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). "Apparatus 
claims cover what a device is, not what a device does." Hewlett-Packard Co. v. 
Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990) (emphasis in original). For these reasons, the art rejections over 
Kirjavainen are thus sustained. 


15. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Vo whose telephone number is (703) 605- 


Conclusion 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 


